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Sir: 

The undersigned hereby states that a pre-examination search was made by 
professional patent search persoimel for prior art relevant to the claimed subject matter of the 
above-identified application. The search was conducted by a retired Examiner from Class 52 
in the public search room of the United States Patent and Trademark Office. The areas 
searched included Class 52, Subclasses 181, 177, 179, 650.3, 746.1, 746.11; Class 428, 
Subclass 40.1; and. Class 156, Subclass 72. Examiners Knable and Yau were consulted. 

The references found as a resuh of the search efforts are listed on the form PTO-1449 
filed herewith. Additional prior art references of which Applicant was aware are also listed. 


O'CONNOR - New Application 

The invention is directed to a method of applying a flexible covering to a board for 
exterior use as recited in claim 1. The covering has a thick, moldable adhesive layer that 
provides an initial tackiness to assist in installation and mechanically bonds to the underlying 
board as it ages. The adhesive is covered with a release sheet having a positioning guide strip 
that assists in "steering" the covering strip down a board during installation by providing an 
initial tack area. The covering is then secured by removing the remaining release sheet when 
the covering is in a proper position on the board. 

The most material prior art references found in our search include (1) U.S. Patent 
4,849.267 to Ward et al. (Ward), (2) U.S. Patent 4,554,194 to Haas et al. (Haas), (3) ILS, 
Patent 3,937,640 to Tajima et al. (Tajima); and, (4) U.S. Patent 5,613339 to Pollock. None 
of these references discloses or suggests the combination of steps of claim 1 as explained 
below. 
WARD 

Ward discloses a method of installing a foam backed carpet with adhesive to an 
xmderlying floor. Ward provides a carpet that is formed with a fibrous face 12 secured to a 
primary backing 13 that engages a secondary backing 14 having an embossed pattern 20 with 
high and low areas 21, 22. A pressure sensitive adhesive 15 is applied to the secondary 
backing 14 in the amount of 0.5 to 1.5 ounces per square yard "to provide an acceptable level 
of intended tackiness and cohesiveness needed for releasably securing the floor covering 10 to 
the underlying floor." (Col. 5, lines 45-50.) The adhesive is selected to have a low tensile 
strength to facilitate removal. According to the specification, aging tests that simulate 
releasable securement of the floor covering 10 over protracted time periods shows that the 
floor covering can be peeled away without having retention of the adhesive to the underlying 
floor or rupture of the secondary backing 14. (Col. 4, lines 10-23.) 
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A release cover 30 is applied over the adhesive 15 after it has dried and the floor 
covering is wound into a roll. The release cover 30 includes at least one longitudinal tear line 
60 formed from a plurality of perforations, as explained in col. 5, line 64 - col. 6, line 7. 
Arrows 40 are printed on the secondary backing 14 and are visible through the adhesive 15 
and the release cover 30 to indicate the direction of the pile yams. 

Ward's method of installation in a room 70, described in column 7, includes unrolling 
the roll 1 1 provided in six foot vsadths and cutting a length to fit in a room 70. The floor 
covering 10 is then folded upon itself and the release cover 30 on the uppermost folded-over 
length 72 of floor covering is removed by rupturing the release cover 30 along the tear line 60 
to expose the layer of pressure sensitive adhesive 15. Next, the folded-over length 72 is 
unfolded and positioned against the floor 71 to releasably secure the floor covering 10 (FIG. 
9), The remainder 73 of the cut length is then folded over, the release cover 30 removed, and 
folded back to be releasably secured to the floor 71 (FIG. 11). As stated in col. 6, lines 36 - 
53, when the floor covering 10 is initially installed, it can easily be peeled upwardly away 
from the floor 71 as only high areas 21 of the embossed pattern 20 contact the underlying 
floor 71. After the covering 10 is oriented in a desired position, it is pressure rolled to press 
the low areas into engagement with the floor 71 . 

The method of applying a covering to a board for exterior use in claim 1 has several 
patentable distinctions from Ward. First, a flexible elongated strip of covering material 
including a fibrous layer with an integral moldable adhesive layer applied thereto is provided, 
which is suitable for exterior use. Ward provides a interior use carpet with a foam backing 
interposed between the fibrous face 12 and the adhesive layer 15, which is only suitable for 
interior use. Second, the claimed method positions the strip on a board with the edges of the 
covering material aligned with the edges of the board. Ward merely places the carpet on a 
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floor in a room, not on a board, and not with aligned edges. Third, the claimed method uses 
the separable positioning guide strip to tack a portion of the elongated strip of covering 
material in place and then adheres the entire width of the elongated strip of covering material 
to the board by removing the remaining release sheet. In Ward, the carpet is initially 
positioned by use of the high areas of the embossed secondary backing only touching the 
underlying floor across the entire width of the carpet. Then to adhere the carpet to the floor, 
the carpet is rolled to press the low areas in contact with the floor. Ward does not disclose or 
even suggest the installation steps of claim 1 . For at least these patentable distinctions, claim 
1 is allowable over Ward. 

The dependent claims are also allowable for at least the reasons above and for the 
further features recited therein. In particular. Ward does not disclose removing a guide strip 
prior to removing the remainder of the release sheet as in claim 2 or intermittent removal of a 
guide strip with removal of the remainder of the release sheet as in claim 3. Ward also does 
not disclose the step of securing a trim piece to an end of a board as in claim 4. 

Ward's adhesive is applied in an amount of 0.5 to 1.5 oxmces per square yard so that 
an acceptable level of intended tackiness and cohesiveness is provided to releasably secure 
the carpet to a floor. This amount is well below the ranges recited in claims 6-8, which 
provide a permanent bond with an underlying board. 

Ward does not disclose providing a positioning guide strip located in a central region 
of the elongated strip of material or tacking the central region to allow the side regions to 
move relative to the board as in claim 9. Additionally, Ward does not disclose positioning the 
elongated strip of covering material on a board including flexing the material to conform to 
the shape of the board in the longitudinal direction as in claim 10. Ward's strip also does not 
use a release sheet with free edges for grasping as recited in claim 14. Moreover, Ward's 
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carpet is intended for application in a room and is provided in six foot widths, not in a width 
of about twelve inches or less as in claim 15. 
Claims 1-15 are allowable. 

HAAS 

Haas is directed to a self adhesive floor covering including fibers 4 secured to a 
bonding layer that can be mixed with adhesive 2 to provide an underside 12 that bonds with a 
floor 20. FIG. 4 shows a carpet in which the entire underside is covered with a layer 3 of 
adhesive capable of forming a bond with a floor. The layer 3 has spaced projections 1 1 that 
form a relatively firm bond vsdth the floor while the areas between the projections 1 1 form a 
relatively loose bond. This is intended to allow for expansion and contraction of the floor, so 
that while the projections 11 remain firmly bonded to the floor, the areas between the 
projections 1 1 can become loosened, as explained in col. 6, lines 30-5 1 . 

A protective foil 12 can be provided over the adhesive 2. If the carpet is supplied in a 
roll, the foil 12 can prevent the adjacent turns from sticking to one another. To install the 
carpet, as explained in col. 7, lines 24-44, the carpet is spread on the floor and cut to conform 
to the configuration of the floor. After the carpet is cut to size, the foil 20 is removed and the 
carpet is adhesively bonded to the floor. To simplify removal of the foil 12, the foil 12 may 
be divided into discrete strips 13 as seen in FIG. 6a. The strips 13 may be parallel to one 
another and may extend in the longitudinal direction of the carpet so that the strips 13 may be 
removed one by one in accordance with the progression of the carpeting operation so that the 
carpet is bonded to the floor in segments. 

The four examples of the carpet in accordance with Haas' invention use adhesive 
applied in an amount of 35 gsm, 65 gsm, 45 gsm, and 60 gsm, respectively. 
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In distinction, the method of claim 1 is of applying a covering to a board for exterior 
use, rather than an interior floor as in Haas. In accordance with claim 1, the flexible strip of 
covering material is provided with a separable positioning guide strip extending the length of 
the strip, the strip of covering material is positioned on a board with the edges aligned, the 
guide strip is progressively removed to tack the elongated strip of covering in place, and the 
remaining length of release sheet is removed to adhere the entire width of the elongated strip 
of covering material to the board. In Haas, the carpet is cut to fit a room and then bands of 
the release sheet are removed to adhere the entire width of the carpet to the floor as the 
installation progresses. There is no application to a board with edges and thus no positioning 
of the covering between edge and no use of a positioning guide strip. Accordingly, claim 1 is 
patentable over Haas. 

The dependent claims are also allowable for at least the reasons above and for the 
further features recited therein. In particular, Haas does not disclose removing a guide strip 
prior to removing the remainder of the release sheet as in claim 2 or intermittent removal of a 
guide strip with removal of the remainder of the release sheet as in claim 3. Haas also does 
not disclose the step of securing a trim piece to an end of a board as in claim 4. 

Haas provides examples of the amount of adhesive applied in practicing the invention, 
which are all well below the ranges recited in claims 6-8, which provide a permanent bond 
with an underlying board, 

Haas does not disclose providing a positioning guide strip located in a central region 
of the elongated strip of material or tacking the central region to allow the side regions to 
move relative to the board as in claim 9. Additionally, Haas does not disclose positioning the 
elongated strip of covering material on a board including flexing the material to conform to 
the shape of the board in the longitudinal direction as in claim 10 or providing a free edge on 
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the release sheet as in claim 14. Moreover, Haas' carpet is intended for application in a room 
and is cut to fit a floor; it is not provided in a width of about twelve inches or less as in claim 
15. 

Claims 1-15 are allowable. 
TAJIMA 

Tajima relates to a process for manufacturing laminated bituminous roofing 
membranes. The base sheet 6 of the laminated roofing membrane 26 is coated on all or part 
of both or one face with bitumen 8, which is then laminated with compound bitumen 20 that 
is denatured bitumen blended vdth natural or synthetic rubber and/or natural or synthetic 
resins. Release sheets 14 and 15 are laid over the compound bitumen 20 and can be manually 
peeled away at ambient temperatures. 

FIG. 3B shows single or plural rows of perforations 30 or notches 31 formed in the 
sheet 14 to permit partial removal of the release sheet fi-om the surface of the compound 
bitumen layer at the construction site to render application easier, as discussed in col. 7, lines 
49-58. An example of the installation technique by removing portions of the release sheet is 
discussed in Example 3, beginning in col. 14, line 52. The bilateral self adhesive type roofing 
membranes were partially overlapped vsdth one another, and the release sheets were removed 
except for on the exposed surface. Then unilateral self-adhesive type roofing membranes 
were laid in a partial overlap on the upper surface. Each release sheet of the membranes and 
remaining release sheets on the exposed surface of the bilateral type membranes overlaid 
previously were removed. 

The method of claim 1 of this application is clearly different from the method of 
Tajima in that it relates to the installation of a flexible covering on boards, rather than a 
bituminous roofing membrane. In Tajima, the partial release sheets are used to facilitate the 
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overlapping nature of the roofing method to effect sealing between the bituminous layers. 
There is no use of a positioning guide strip to adhere a strip of covering material to a board 
with adhesive. Not one of the steps of claim 1 is disclosed or suggested by Tajima. Claim 1 
is allowable. The dependent claims are allowable for at least these reasons and the additional 
features recited therein. 


Pollock is relevant to claim 4, which recites the step of securing a trim piece to the 
end of the board with the strip of covering material adhered thereto. Pollock discloses the use 
of a tread protector 55, seen in FIG. 7 for example and discussed in col. 10, lines 6-40. As 
described in col. 5, line 63 - col. 6, line 10, Pollock uses an extruded PVC cover 7 that snaps 
over a plank member 5, which is an extruded channel. Claim 4 is distinct from Pollock for at 
least the reason that it includes the steps of claim 1, specifically providing an elongated strip 
of flexible covering material including a fibrous layer with an integral moldable adhesive 
layer and a release sheet, which are not disclosed or suggested by Pollock. 
SUMMARY 

The remaining prior art is either cvimulative of the prior art discussed above or so 
clearly distinct from the claimed method it requires no further discussion. It is submitted that 
claims 1-15 define a patentable method as illustrated above. Prompt and favorable 
examination is requested. 


POLLOCK 


Respectfully submitted, 
PILLSBURY WINTHROP L.L.P. 


CDD/bhs 



Caroline D. Dennison 
Reg. No. 34,494 
Tel No.: (703)905-2047 
Fax No.: (703)905-2500 


P.O. Box 10500 
McLean, V A 22102 
Tel. No. (703) 905-2000 
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